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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 6, rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 6, the part, ". . . automatically re-addressing the email message to 
indicator...", is not clear to readdress the email to an indicator. The email has to 
address to at least one email address in a list. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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Claim 1,2,4,7,10,11,12,13,14,18,19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hiroshi Itoh (US 2002/0107930 A1). 

In regards to Claim 1 and 12, Hiroshi Itoh shows a method of software for 
addressing the email message to the pre-determined distribution 
list;(Fig.8,1 12,1 14,Fig.9,202,206,207) and selecting a subtractive list, which when 
applied to the pre-determined distribution list, determines a modified distribution list 
comprising members of the pre-determined distribution list not present in the subtractive 
list.(Par.0025,0026,0032,0103,0119,0120 ) Fig.6,Fig7,Fig8,143,Fig9,207,Fig10). 

In regards to Claim 2 and 13, Hiroshi Itoh shows providing the e-mail message to 
an e-mail server operable to distribute the e-mail message to the modified distribution 
list.(Par.0068, Fig,1 , 20,21 ). The email server 20 or 40 will forward the address of an 
electronic message to the mail box at the mail address of each group, which in this case 
the group can be a modified distribution list. 

In regards to Claim 4 and 14, Hiroshi Itoh shows applying the subtractive list to 
the pre-determined distribution list to determine the modified distribution list; and 
distributing the e-mail message to the modified distribution 
list.(Par.0025,0026,0032,0103, Fig.6,7,8,9,10). 



In regards to Claim 7, Hiroshi Itoh shows distribution list is a selected one of: a 
manually created list, and an automatically generated list identifying members sharing a 
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common characteristic.(Fig 9,207). for example Football Club (A) is a group of individual 
who has common characteristic. 

In regards to Claim 10 and 18, Hiroshi Itoh shows, receiving an e'mail message 
addressed to a first indicator for a pre-determined distribution list; comprising receiving 
at a user terminal an email being created by a user. (Fig 9,202), receiving a second 
indicator for a subtractive list (Fig 9, 206), which when applied to the predetermined 
distribution list, determines a modified distribution list .comprising member of the pre- 
determined distribution list not present in the subtractive list; and distributing the e-mail 
message via the email server to each member of the modified distribution 
list.(Fig7,207). 

In regards to Claim 1 1 and19, Hiroshi Itoh shows first identifying, based at least 
in part on the first indicator, the members of the pre-determined distribution list (Fig.9, 
202, Fig 8), second identifying, based at least in part on the second indicator, the 
members of the subtraction list; and determining the modified distribution list based at 
least in part on membership of the pre-determined list and the subtraction list. 
(Fig7,207). 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3,5,6,8,9,15,16,17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hiroshi Itoh (US 2002/0107930 A1). 

In regards to Claim 3, Hiroshi Itoh teaches that the system is operable to apply 
the subtractive list to the predetermined distribution list to determine the modified 

distribution list. (Fig.9). 

Hiroshi Itoh does not show that this functionality occurs in the e-mail server. 

However, the examiner takes official notice that it is old and well known in the art 
to provide a web-based email service(e.g., Hotmail). It is further noted that in such an 
arrangement, the mail manipulation occur in the server instead of client. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Hiroshi Itoh by providing web-based email, 
thereby manipulating the list in the server as taught by the old and well known prior art 
in order to reduce the workload in CPU of the computer decrease the operation in a 
user side. 

In regards to Claim 5,8,15,17, Hiroshi Itoh show submitting at least an indicator 
of the pre-determined distribution list and of the subtractive list (Fig 9, 201, 202, 206, Fig 
10). 
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Hiroshi Itoh does not show receiving from the email server data to facilitate 

distributing an email message. 

However, the examiner takes official notice that it is old and well known in the art 
to provide a web-based email service (e.g., Hotmail.Yahoo). It is further noted that in 
such an argument, the data manipulation occurs in the server instead of client and that 
the server provides data to the client to facilitate email distribution. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Hiroshi Itoh by providing a web-based 
email system, in order to decrease the use of memory in the user side station. 

It is noted that in the web-based context, as discussed above, the email server is 
capable of manipulating list and distributing emails associated with the list, and 
therefore has the functionalities of list server. 

In regards to Claim 9, Hiroshi Itoh shows that mail server 20 or 40 are forwarding 
address of the electronic message base on the destination and will also forward the 
email to the mailbox of the mail address of each group member(par,0068). It's inherent 
that the distribution server includes an email server functionality. 

In regards to Claim 6 and 16, Hiroshi Itoh shows submitting at least an indicator 
of modified distribution list. (Fig 9, 201, 202, 206). 

Hiroshi Itoh does not show that receiving from the email server an indicator of the 
modified distribution list; and automatically re-addressing the email message to an 
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indicator of modified distribution list, wherein the email server is operable to distribute 
the email message. 

However, the examiner takes official notice that it is old and well known in the art 
to provide a web-based email service (e.g., Hotmail.Yahoo) so that it is capable of 
automatically re-addressing the email message to an indicator of modified distribution 
list, wherein the email server is operable to distribute the email message.lt is further 
noted that in such an argument, the mail manipulation occurs in the server instead of 
client. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Hiroshi Itoh by providing an email server, 
which can be capable of distribution operation and re addressing the email 
automatically. 

By adding this feature user will just select different kind of operation which is 
desired in a GUI interface and the operation will be done in the server just like other 
web based application such as Mailman, and Yahoo Email mechanism. This will also 
decrease the use of memory in the user side station. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Ali Shayanfar whose telephone number is 571-272- 
9739. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve McAllister can be reached on 571-272-6785. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Ali Shayanfar 




